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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )[X] Responsive to communication(s) filed on 10 November 2003 . 
2a)D This action is FINAL. 2b)[x] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) Kl Claim(s) 1^3 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1^3 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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2.0 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Applicants' arguments, filed 10 November 2003, have been fully considered. Rejections 
and/or objections not reiterated from previous office actions are hereby withdrawn. The 
following rejections and/or objections are either reiterated or newly applied. They constitute the 
complete set presently being applied to the instant application. 

Claims 1-3 are currently pending. 

Claim Objections 

Claims 1 and 2 are objected to because of the following informalities: 

Claim 1, at step (1), "N is a positive integer more than one". This is grammatically 

incorrect and should read "N is a positive integer greater than 1". Appropriate correction is 

required. 

Claim 1, step (2), recites "sections", which appear to be the sections generated in step (1), 
However, this is not clear. The Examiner suggest re-wording the claim such that it reads as 
follows: "designing partial sequences having a length of 80 to 150 nucleotides which comprise 
the sequences of each of one of the sections of step (1)". The same objection applies to claim 2. 

Claim 1, step (3) recites "preparing oligomers having each of the 1 st ". To comply with 
accepted claim language, the claim should be amended to read "preparing oligomers comprising 
each of the 1 st ". 

Claim 2, step (1) recites "designing partial sequences each containing a nucleotide". To 
comply with accepted claim language, the claim should be amended to read "designing partial 
sequences comprising a nucleotide". 
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Claim 1, step (4) is confusing in that the step (3) is repeated. The Examiner suggests that 
the claim read as follows: "performing a polymerase chain reaction using the oligomer of step 
(3) and the oligomer of step (4) (see 112, 2 nd rejection below regarding separating the steps of 
step (3) into two steps) under conditions such that thses oligomers act as primers and templates 
for a polymerase enzyme in the polymerase chain reaction". 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-3 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1, at line 9, recites "have a length such that the sequence of each part can 
specifically base-pair". The metes and bounds of the word "specifically" are unclear. Does 
applicant intend that the each part can exactly base-pair or partially base pair? What are the 
conditions such that each part can specifically base pair? There are no parameters set forth for 
such conditions. What length is sufficient, under these conditions, to specifically base pair? The 
same rejection applies to claim 2, which recites, at line 5, "specifically base-pair". 

Claim 1, step (2) recites designing partial sequences. However, it is unclear as to how 
this relates to step (1) and the remainder of the method steps, which are drawn to preparing 
oligomers based upon step (1), performing PCR using those oligomers, and sequenceing the PCR 
synthesized DNA. What does the design of partial sequences have to do with other steps? 
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Claim 1, step (3) seems to contain two separate steps which include (a) preparing 
oligomers comprising each of the 1 st to Nth partial sequences from the 5' end of the target 
sequence and (b) preparing oligomers comprising a nucleotide sequence complementary to each 
of (N+l) to (2N) partial sequences from the 5' end of the target sequence. However, the claim 
step reads as one step and it is therefore unclear whether or not Applicant intends these to be 
performed together or separately. Applicant is advised that if these are performed together, 
enablement issues may arise. Please refer to MPEP 608.01 : 

Where a claim sets forth a plurality of elements or steps, each element or step of the claim should 
be separated by a line indentation, 37 CFR 1 .75(i). There may be plural indentations to further 
segregate subcombinations or related steps. 

Claim 2 is unclear because in step (1) a series of steps seem to be performed. However, 
these are not recited as separate steps, leading to confusion regarding Applicants intended 
meaning (Please see MPEP 608.01, as above). Correction is required. 

In general, the claims are generally narrative and indefinite, failing to conform with 
current U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. Correction of the errors is 
requested. 

Inquiries 

Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1. The faxing of such papers must conform with the notices published in the 
Official Gazette, 1096 OG 30 (November 15, 1988), 1 156 OG 61 (November 16, 1993), and 
1 157 OG 94 (December 28, 1993) (See 37 CFR § 1.6(d)). TheCMl Fax Center number is either 
(703) 308-4242, or (703) 308-4028. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lori A. Clow, Ph.D., whose telephone number is (571) 272-0715. 
The examiner can normally be reached on Monday-Friday from 10 am to 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael P. Woodward, Ph.D., can be reached on (571) 272-0722. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Legal Instrument Examiner, Tina Plunkett, whose telephone number is 
(703) 305-3524, or to the Technical Center receptionist whose telephone number is (571) 272- 
0549. 




February 5, 2004 



Lori A. Clow, Ph.D. 
Art Unit 1631 



